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DETAILED ACTION 
Claim Rejections - 35 USC §112 

1. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 4 and 5 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. In claim 4 on line 9 the language "by receiving a 
dialing of the standard telephone as an IP address" is unclear. How does "a dialing" 
equate to an IP address? 



Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

4. Claim 1 is rejected under 35 U.S.C. 102(e) as being anticipated by Itoi (US 
6,456,625). 

Itoi discloses "a terminal interface to which a terminal is connected" 
(Figure 3B reference number 312 is a terminal interface and reference number 
313 is a terminal), 



Application/Control Number: 10/043,837 Page 3 

Art Unit: 2662 

Itoi further discloses "a line interface connected to said network" (Figure 
3B reference number 323 is a line interface that connected to network 102). 

Itoi further discloses "a communication function unit for controlling at least 
a voice signal and an IP packet input/output in said terminal interface and said 
line interface" (Figure 3B reference number 322 and Col.9 lines 10-12 "A call 
control module 322... controls calls concerning the respective analog telephone 
sets... and internet phone devices"). 

Itoi further discloses "a conversion unit for converting said IP packet and 
said voice signal to each other" (Figure 3B reference number 309 and Col.9 lines 
52-57 "the A/D conversion module 309... executes the analog-to-digital/digital-to- 
analog conversions of speech signals concerning this analog telephone set... and 
packet disassembling/assembling processes for digital speech signals"). 

Itoi further discloses "a memory for storing an IP address of said 
concentrator" (Figure 3A reference number 302). 

Itoi further discloses "a connection establishing unit for establishing a 
connection between said terminal and another terminal connected to said 
network, by allowing said communication function unit to transmit an IP datagram 
including the IP address of said concentrator to said network" (Col.9 lines 40-45 
"the address unit... automatically gives the data terminal... the set of the local IP 
address and TCP/UDP port number. As a results, the data terminal... is 
permitted to join in the LAN. ..and data communication over the data terminal. ..is 
actualized in the LAN"). 
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Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 2-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over Itoi in 
view of Elliot (US 6,754,181). 

Re claims 2 and 3: 

Itoi meets all the limitations of the parent claim. 

Itoi does not explicitly disclose (Re claim 2) "a determining unit for 
determining whether or not said terminal connected to said terminal interface is 
capable of an IP communication, wherein... when said determining unit 
determines that said terminal is capable of the IP communication, an IP packet 
input from said line interface is outputted to said terminal interface as it is, and an 
IP packet input from said terminal interface is outputted to said line interface as it 
is; and... when said determining unit determines that said terminal is not capable 
of the IP communication, the IP packet input from said line interface is converted 
to a voice signal by said conversion unit and outputted to said terminal interface, 
while a voice signal input from said terminal interface is converted to an IP 
packet and outputted to said line interface", (Re claim 3) "wherein when said 
terminal connected to said terminal interface is a standard telephone, it is 
determined that said terminal is not capable of IP communication. 
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Elliot discloses (Re claims 2 and 3) "a determining unit for determining 
whether or not said terminal connected to said terminal interface is capable of an 
IP communication" (Col.89 lines 14-17 "A PC and a telephone is used to receive 
and make calls. In this case, a user profile will contain information that allows the 
DAP and Directory Service to make a determination whether to send an incoming 
call to the PC or to the telephone" where if the call is determined to be sent to a 
PC it is IP capable and when there is a telephone the terminal is not IP capable), 
(Re claim 2) "when said determining unit determines that said terminal is 
capable of the IP communication, an IP packet input from said line interface is 
outputted to said terminal interface as it is, and an IP packet input from said 
terminal interface is outputted to said line interface as it is" (Col.75 lines 53-56 
"The called user can answer the phone with a mouse click and the calling party 
then beings sending traffic directly to the IP address of the called party"), and (Re 
claim 2) "when said determining unit determines that said terminal is not capable 
of the IP communication, the IP packet input from said line interface is converted 
to a voice signal by said conversion unit and outputted to said terminal interface, 
while a voice signal input from said terminal interface is converted to an IP 
packet and outputted to said line interface" (Col.92 lines 7-1 1 "the ITG provides 
services to convert the IP packetized voice from the PC to voice over the PSTN. 
Similarly, the ITG will take the voice from the PSTN and convert it to the IP 
packetized voice for the PC"). 



Application/Control Number: 10/043,837 Page 6 

Art Unit: 2662 

Itoi and Elliot are analogous because they both pertain to voice over 
Internet. 

It would have been obvious to one of ordinary skill in the art at the time of 
the invention to modify Itoi to include the above discussed limitations in the 
network as taught by Elliot in order to accommodate IP capable and non-IP 
capable terminals into a hybrid network and enable determination of each. 
Re claims 6-8: 

Itoi meets all the limitations of the parent claims. 

Itoi does not explicitly disclose (Re claim 6) "wherein when said terminal 
connected to said terminal interface is a computer, it is determined that said 
terminal is capable of an IP communication", (Re claim 7) "wherein said 
concentrator allows an IP datagram transmitted from said computer pass as it is, 
to a terminal having an IP address designated by said computer", and (Re claim 
8) "wherein when said computer establishes a connection, said concentrator 
transmits an IP datagram including an IP address of said computer to a terminal 
having IP address designated by said computer." 

Elliot discloses (Re claim 6) "a determining unit for determining whether or 
not said terminal connected to said terminal interface is capable of an IP 
communication" (Col.89 lines 14-17 "A PC and a telephone is used to receive 
and make calls. In this case, a user profile will contain information that allows the 
DAP and Directory Service to make a determination whether to send an incoming 
call to the PC or to the telephone" where if the call is determined to be sent to a 
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PC it is IP capable and when there is a telephone the terminal is not IP capable), 
(Re claim 7) "wherein said concentrator allows an IP datagram transmitted from 
said computer pass as it is, to a terminal having an IP address designated by 
said computer" (Col.79 lines 57-58 "no translation of IP encoded voice to PCM is 
required, indeed the dial out will use TCP/IP over PPP." OR Col.75 lines 53-56 
"The called user can answer the phone with a mouse click, and the calling party 
then begins sending traffic directly to the IP address of the called party"), and (Re 
claim 8) "wherein when said computer establishes a connection, said 
concentrator transmits an IP datagram including an IP address of said computer 
to a terminal having IP address designated by said computer" (Col.93 lines 3-4 
"The software package sends a message to a directory service to register the 
computer" where the message contains 40-43 "The IP address identifying the 
port that is being used to connect this computer to the network. This address will 
be used by other IP telephony software packages to establish a connection to 
this computer."). 

Itoi and Elliot are analogous because they both pertain to voice over 
Internet. 

It would have been obvious to one of ordinary skill in the art at the time of 
the invention to modify Itoi to include the above discussed limitations in the 
network as taught by Elliot in order to incorporate a computer terminal into the 
hybrid telephony network of Itoi. 
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Re claim 4 (as best understood): 

Itoi discloses "wherein by receiving a dialing of the standard telephone as 
an IP address of a call destination, the connection to a terminal having the IP 
address of the call destination is established" (Col. 1 lines 46-50 "a party to be 
talked to over the internet phone is designated by any of a scheme wherein the 
LAN address (IP address) and a domain name are used as they are, a scheme 
wherein a number registered and managed on the internet phone side 
beforehand is dialed" and Col.3 lines 52 -55 "the analog telephone set is 
permitted to join in the LAN telephone network, and speech over the analog 
telephone set is actualized in the LAN telephone network). 

Re claim 5 (as best understood): 

Itoi discloses "when the connection is established, said concentrator 
transmits the IP datagram including the IP address of said concentrator to the 
terminal having the IP address of the call destination" (Col.7 lines 51-53 "A 
common global IP address is a LAN address (IP address) which is given to the 
LAN telephone switching apparatus"). 

Conclusion 

7. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Feinberg (US 6,798,745,) shows voice over the Internet. Bouret 
(US App 2004/0042414) shows checking compatibility between callers. Han (US App 
2003/076817) 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mohammad S. Adhami whose telephone number is 
(571)272-8615. The examiner can normally be reached on Monday-Friday 8-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hassan Kizou can be reached on (571)272-3088. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

MSA 11/10/2005 

TECHNOLOGY 




